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DETAILED ACTION 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Objections 

Claim 5 is objected to because of the following informalities: The use of HLB in 
the claim abbreviations must be spelled out at least once when used in the claims) 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 12 and 14 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 2 and 1 4 provide for the use of a composition according to claim 1 , but, 
since the claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. A broad range or limitation together with a narrow range or 
limitation that falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and bounds of 
the patent protection desired. See MPEP § 2173.05(c). Note the explanation given by 
the Board of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 
(Bd. Pat. App. & Inter. 1989), as to where broad language is followed by "such as" and 
then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) 
merely exemplary of the remainder of the claim, and therefore not required, or (b) a 
required feature of the claims. Note also, for example, the decisions of Ex parte 
Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); 
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and Ex parte Hasche, 86 USPQ 481 (Bel. App. 1949). In the present instance, claim 7 
recites the broad recitation 0.03 to 8, and the claim also recites preferably form 0.5 to 4 
which is the narrower statement of the range/limitation. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "discrete" in claim 1 is a relative term which renders 
the claim indefinite. The term "discrete" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Evans et al. (USP 5,837,661) in view of Bolich Jr et al (USP 5,965,115). 

Evans et al. teaches a hair conditioning shampoo composition comprising 5- 
50% of a cleansing surfactant, a silicone hair agent (silicone oil, see col. 9, lines 5-25) . 
The silicone conditioning oil is water insoluble (col. 8, lines 36-39) and an especially 
preferred silicone is trimethylsilylamodimethicone, an amino-functionalized silicone (col. 
10, lines 65-67; formula IV). Trimethylsilylamodimethicone is a preferred silicone 
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according to the instant specification, thus the mean diameter and HLB of the silicone 
droplets in the instant claims are covered by the scope of Evans et al. The amino- 
functionality in the instant claims is also covered by the scope of formula IV taught by 
Evans et al. The viscosity of the silicone conditioning oil is preferably 1 ,000 to 1 ,800,000 
mm 2 sec" 1 (col. 8, line 67). A surface-active block polymer is preferably present in an 
amount from 0.1-0.5% by weight (col. 14, lines 46-50). The cleansing surfactant can be 
anionic, amphoteric, zwitterionic, and nonionic (col. 2, lines 38-43). Cationic deposition 
polymers are not a necessary part of this composition and therefore would not be 
present, i.e. would be present at less than 0.01% as required by claim 8. 

Evans et al. teaches a method of making the ingredients through combination of 
the surface-active block polymer and silicone oil and high-shear mixing (col. 20, line 60- 
col. 21, line 10, examples). Additionally, Evans et al. teaches a method of cleaning and 
conditioning hair comprising applying the conditioning composition and then rinsing (col. 
20, lines 34-37). 

Evans et al differs from the instant claims insofar as, although it generally 
suggests the use of known surfactants (column 2, lines 38-47), it does not specifically 
disclose the use of applicant's particular silicone diol "c") as recited in claim 1 . 

Bolich Jr et al. teach personal care compositions suitable for application to the 
hair comprising a polyorganosiloxane emulsion comprising a surfactant system and 
insoluble silicone oil. Bolich Jr et al teaches the preferred surfactant to be a silicone 
polyether corresponding to Applicant's formula I (see structure at col. 1 1 , lines 18-27). 
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Bolich Jr et al. teach these silicone polyethers are suitable for stabilizing the 
organopolysiloxane emulsion (col. 9, lines 50-53). 

Bolich Jr et al. differs in that the size of the silicone particles are smaller than the 
instant claims. 

Accordingly, It would have been obvious to have used a silicone copolymer as a 
surfactant in the primary reference compositions, motivated by the desire to provide 
improved stability as taught by the secondary reference. 

Conclusion 

No claims allowed. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUNE ROGERS whose telephone number is 
(571)2703497. The examiner can normally be reached on M-F 9-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fred Krass can be reached on 571-272-0580. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

June M. Rogers 
/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



